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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 09/06/2006 has been entered. 

Response to Amendment 

2. Applicant's arguments, filed 09/06/2006, with respect to claims have been considered but 
are moot in view of the new ground(s) of rejection. Claims 1-3 are currently pending. 

Claim Rejections - 35 USC §101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-3 are rejected under 35 U.S.C. 101 because claim 1 recites "a plurality of memories, 
each of which is for endless-recording . " It should be noted that a memory is contained a number 
of bytes or the memory is not able to store an unlimited of data (endless recording). Therefore, 
the memory is not able to be an endless-recording memory. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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5. Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Regarding claim 1, it is unclear that the second memory is endless-records the current 
conversation or the second memory records the current conversation (please see the last three 
lines of claim 1). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sanpei et al. 
(U.S. 5732349) in view of Minakata et al. (U.S. 6658496) and further in view of Qua et al. (U.S. 
6222909). 

Regarding claim 1, Sanpei et al. disclose a portable phone having a recording function for 
recording audio data during telephone conversation (fig. 3, col. 5, lines 1-14), said portable 
phone comprising: a memory 24 which is for endless recording, as a conversation content, the 
audio data during the telephone conversation (fig. 3, col. 5, lines 1-14). 



Application/Control Number: 09/994,960 Page 4 

Art Unit: 2617 

However, Sanpei et al. do not disclose a plurality of memories, each of which is for 
endless recording, as a conversation content, the audio data during the telephone conversation; a 
switching unit capable of switching said memories from a first memory of said memories to a 
second memory of said memories so that said second memory endless-records the audio data 
instead of said first memory which endless-records, as the conversation content, the audio data 
until said switching unit switches said memories from said first memory to said second memory; 
and a reproducing unit for reproducing the conversation content which said first memory 
endless-records before being switched by said switching unit, while the second memory endless- 
records the current conversation simultaneously with the reproducing of the conversation content 
from the said first memory. 

In the same field of endeavor, Minakata et al. disclose a plurality of memories 9a and 9b, 
each of which is for endless recording, as a conversation content, the audio data during the 
telephone conversation (fig. 1, col. 2 lines 53-67); a switching unit 50 capable of switching said 
memories from a first memory of said memories to a second memory of said memories so that 
said second memory endless-records the audio data instead of said first memory which endless- 
records, as the conversation content, the audio data until said switching unit switches said 
memories from said first memory to said second memory (col. 3, lines 32-51); and a reproducing 
unit 20 for reproducing the conversation content which said first memory endless-records before 
being switched by said switching unit, while the second memory endless-records the current 
conversation (fig. 1, col. 4, line 47 to col. 5, line 11). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the telephone of Sanpei et al. by specifically including a plurality 
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of memories, each of which is for endless recording, as a conversation content, the audio data 
during the telephone conversation; a switching unit capable of switching said memories from a 
first memory of said memories to a second memory of said memories so that said second 
memory endless-records the audio data instead of said first memory which endless-records, as 
the conversation content, the audio data until said switching unit switches said memories from 
said first memory to said second memory; and a reproducing unit for reproducing the 
conversation content which said first memory endless-records before being switched by said 
switching unit, while the second memory endless-records the current conversation., as taught by 
Minakata et al., the motivation being in order to provide a recording/reproducing apparatus in 
which it is possible to improve tractability of a recording/reproducing apparatus having plural 
storage units, such as removable storage units, and to facilitate the operation of transfer 
processing for data stored in a storage unit of the recording/reproducing apparatus. 

In the same field of endeavor, Qua et al. disclose a reproducing unit for reproducing the 
conversation content which said memory endless-records before being switched by said 
switching unit, while the memory endless-records the current conversation simultaneously with 
the reproducing of the conversation content from the said first memory (col. 1, lines 40-49 and 
col. 6, line 39 to co. 8, line 13). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the telephone of Sanpei et al. by specifically including a 
reproducing unit for reproducing the conversation content which said memory endless-records 
before being switched by said switching unit, while the memory endless-records the current 
conversation simultaneously with the reproducing of the conversation content from the said first 
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memory, as taught by Qua et al., the motivation being in order to distribute the stored 
information to oneself or other parties once the information has been recorded. On the other 
hand, it provides a user ability to take accurate note while engaged in a conversation, since the 
user may simultaneously be engaged in another task. 

Regarding claim 2, the combination of Sanpei et al. and Minakata et al. and Qua et al. 
disclose all the limitations in claim 1 . Further, Minakata et al. disclose a portable phone wherein 
said memories are constituted by a plurality of memory areas of a single memory device, said 
memory areas being capable of individually endless-recording the audio data (col. 5, lines 64 to 
col. 6, line 12). 

Regarding claim 3, the combination of Sanpei et al. and Minakata et al. and Qua et al. 
disclose all the limitations in claim 1 . Further, Minakata et al. disclose a portable phone further 
comprising a key for operating said reproducing unit to reproduce the audio data; said 
reproducing unit successively reproducing the conversation contents in the order of recording in 
which said memories records the conversation contents (fig. 1, col. 4, line 47 to col. 5, line 1 1). 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dai A Phuong whose telephone number is 571-272-7896. The 
examiner can normally be reached on Monday to Friday, 9:00 A.M. to 5:00 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nguyen M Due can be reached on 571-272-7503. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-7503. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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